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Trademark Office: 
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CONTENTS: an Information Disclosure Statement (3 pgs ), Form 1449 (17 pgs), 
and copies of 11 cited references; a Retum Postcard and TRANSMITTAL SHEET. 
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Applicant: Ronald C. Lundquist et al. 
Title: FERTILE TRANSGENIC CORN PLANTS 
Docket No.: 950.001US5 Serial No.: 08/844,555 
Filed: April 21, 1997 Due Date: N/A 
Examiner: Unknown Group Art Unit: Unknown 


Assistant Commissioner for Patents 

Washington, D.C. 20231 

Sir: 

We are transmitting herewith the following attached items (as indicated with an "X"): 


xX A retum postcard. 
X An Information Disclosure Statement (3 pgs.), Form 1449 (17 pgs.), and copies of 11 cited references. 


Please consider this a PETITION FOR EXTENSION OF THEME for sufficient number of months to enter these papers and 
please charge any additional required fees or credit overpayment to Deposit Account No. 19-0743, 


CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this Transmittal Letter and the paper, as described above, 


DA a am I ccc ml 


are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to: Assistant Commissioner for 
Patents, Washington, D.C. 20231, on this__-*? day of October, 1997. . 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A. py, LIQ Ce 
P.O. Box 2938, Minneapolis, MN 55402 (612-373-6900) Atty: Warren D. Woessner, Ph.D. 


Reg. No. 30,440 


(GENERAL) 
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f 
S/N_08/844,555 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicants: Ronald C. Lundquist et al. | Examiner: Unknown 
Serial No.:  08/844,555 Group Art Unit: 1803 
Filed: April 21, 1997 Docket: 950.001US5 
Title: FERTILE TRANSGENIC CORN PLANTS 


SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 

in compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 
37 C.E.R. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
consideration in connection with the above-identified patent application. Applicants respectfully 
request that this Supplemental Information Disclosure Statement be entered and the documents 
listed on the attached Form 1449 be considered by the Examiner and made of record. Pursuant to 
the provisions of MPEP 609, Applicants further request that a copy of the 1449 form, initialled 
by the Examiner to indicate that all listed citations have been considered, be returned with the 
next official communication. 

Applicants have included the fee of $240.00 under 37 C.F.R. §§ 1.97(c) and 
1.17(p). Please charge any additional fees or credit any overpayment to Account No. 19-0743. 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT Page 2 
Serial Number: 08/844,555 Dkt: 950.001US5 
Filing Date: April 21, 1997 
Title: FERTILE TRANSGENIC CORN PLANTS 

The Examiner is invited to contact Applicants' Representatives at the below-listed 


telephone number if there are any questions regarding this communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER. & KLUTH, P.A. 
P.O. Box 2938 

Minneapolis, MN 55402 

(612) 373-6903 


Date é 79k By (ap lvee——— 


WDWjsf Warren D. Woessner 
Reg. No. 30,440 


{ hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C, 20231 on January 2, 1998. 


Jonette Feeausony 
Name 


jorfature 


0002889 


Case 1:04-cv-00305-SLR Document 225-5 Filed 01/11/2006 Page5of 25 


Sheet | of | 


Form 1449° Atty. Docket No.: 950.001US5 Serial No. 08/844,555 


[INFORMATION DISCLOSURE STATEMENT Applicants: Ronald C. Lundquist et al. 


BY APPLICANT ~ rene 
(Use several sheets if necessary) Filing Date: April 21, 1997 Group: 1803 


U.S. PATENT DOCUMENTS 


**traminer Filing Date 
Initial Pecumant Humbes Dates Hama Class Bubcings If Approprolate 
cite Seep es 07/25/1995 Rocha-Sosa et al. 800 205 12/21/89 
cttipiiieiiemis Spe, 409 04/16/1396 Lundquist et ai. BOO 205 01/22/90 


FOREIGN PATENT DOCUMENTS 


orP ret iar tTranalation 


Initia Document Number Cate Country Cinas Bubciaas Yaa He 
OTHER DOCUMENTS 
**framinar {Including Author, Titia, Date, Pertinent Pager, Etc.) 


Ynittal 
Andrews, D.L., et al., Characterization of the Lipid Acyl Hydrolase Activity 


of the Major Potato (Solanum tuberosum) Tuber Protein, Patatin, by Cloning and 
Abundant Expression in a Baculovirus Vector", Biochem. J., 252, 199-206 


(1988) , 

Fromm, M.E., et al., “Inheritance and Expression of Chimeric Genes in the 
Progeny of Transgenic Maize Plants", Bio/Technology, 8, 833-839 (1990) 
Jaynes, J.M., et al., “Plant Protein Improvement by Genetic Engineering: Use 
of Synthetic Genes", Trends in Biotechnology, 4, 314-320 (Dec. 1986) 


Poehliman, J.M., "“Backcross Breeding", In: Breeding Field Crops, 3rd Edition, 
AVI Publishing Company, Inc., Westport, CT, 203-206 (1988) 


Date Considered 


Examiner 


Teubsetitute Disclosure Statement Form {PTO-1449} 


“EXAMINER: fInithal 4 ciration considered, whethec or not citation le in conformance with MPEP 40%; Draw line cheough citetian if set in conform 
and not considered. Inctude copy of thia form with next communication ta applicant. 
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S/N _08/844,555 PATENT 
TED STATES PATE TRADEMARK OFFICE 

Applicants: Ronald C. Lundquist et al. Examiner: Gary Benzion 

Serial No.:  08/844,555 Group Art Unit: 1649 

Filed: April 21, 1997 | Docket: 950.001US5 

Title: FERTILE TRANSGENIC CORN PLANTS 





SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 


Assistant Commissioner for Patents 
Washington, D.C. 20231 
In compliance with the duty imposed by 37 C.F.R. § 1.56, and in accordance with 

37 C.F.R.. §§ 1.97 et. seq., the enclosed materials are brought to the attention of the Examiner for 
consideration in connection with the above-identified patent application. Applicants respectfully 
request that this Supplemental Information Disclosure Statement be entered and the documents 
listed on the attached Form 1449 be considered by the Examiner and made of record. Pursuant to 
the provisions of MPEP 609, Applicants further request that a copy of the 1449 form, initialled | 
by the Examiner to indicate that all listed citations have been considered, be returned with the 
next official communication. 

Under 37 C.F.R. §1.97(b)(3), it is believed that no fee or certificate is required with this 
Supplemental Information Disclosure Statement. However, if an Office Action on the merits has 
been mailed, the Commissioner is hereby authorized to eharge any additional fees or credit any 


overpayment to Account No. 19-0743. 
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SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT Pape 2 
Secial Number: 08/844, sted Dkt: 950.001US5 
Filing Date: April 21, [99 

Title: FERTILE “TRANSGENIC CORN PLANTS 


The Examiner is invited to contact Applicants' Representatives at the below-listed 


- 


telephone number if there are any questions regarding this communication. 


Respectfully submitted, 
RONALD C. LUNDQUIST ET AL. 
By their Representatives, 


SCHWEGMAN, LUNDBERG, WOESSNER & KLUTH, P.A, 
P.O. Box 2938 
Minneapolis, MN 55402 
(612) 373-6976 


Date _ 3a ffe iB oO Ra 


DLP:jst David L. Provence 
Reg. No, P-43,022 


_ 


I hereby certify that this comespondence is being deposited with the United States Postal Service as first class mail in an envelope addressed to 
Assistant Commissioner of Patents, Washington, D.C. 20231 on March #1, 1998. 


on Atte FerAUson Gaibiax-Gogtiirn— _§ i= 
Name Signature 


0002892 


Case 1:04-cv-00305-SLR Document 225-5 Filed 01/11/2006 Page 8of 25 


Sheet 1 of } 


Form 1449° Atty. Docket No.: 950.001US5 Serial No. 08/844,555 


INFORMATION DISCLOSURE STATEMENT | Applicants: Ronald C, Lundquist et al. 


vera shots if ne 
(Use several sheets if necessary) Filing Date: April 21, 1997 Group: 1803 


U.S. PATENT DOCUMENTS 


~ Filing Cats 





*2*¢vemloaanr 





tnitisl} Docwmant Humber Bate Hane Class Bubclasaa If Appropriatsa 
5,164,310 11/17/1992 Smith et al. 435 Lized 06/01/88 
Dpelao, ore 06/01/1993 Hoffman 435 240.4 08/29/86 
Lass iputtntnnas pe 1 Op 2OS 01/04/1994 Strauch et al. 800 205 08/21/87 


FOREIGN PATENT DOCUMENTS 


Tranelation 





eda RPectment Humbet Date Caun Cisex Subclass Ten | Ho 
QO 189 707 A2 08/06/1986 European C12N 15/00 
OTHER DOCUMENTS 
e+ reminar (Including Author. Title, Date, Pertinent Pages. Etc.) . 
Ynitial esr Nn reNUrr ise reerrun/ererrnnsF rl ANAT PPT 
Flavell, R., et al., “Prospects for Transforming Monocot Crop Plants", 


Nature, 307, 108-109 (Jan. 12, 1984) 


Goodman, R.M., et al., “Gene Transfer in Crop Improvement", Science, 236, 
48-54 (Apr, 3, 1987) 
Paszkowski, J., et al., "Direct Gene Transfer to Plants", The EMBO Journal, 
3, 2717-2722 (1984) 


Potrykus, I., et al., "Direct Gene Transfer to Cells of a Graminaceous 
Monocot"”, Ll. Gen. Genet.,.199, 183-188 (1985) 
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Examiner }Date Considered 


TSubstitute Hisclosure Statement Fors (PTG- 1445} 


*¢PXAHIHER: Initial ££ citation considered, whether of nok eltation is in conformance with HPEP 609; Deaw line through citation tf not in canform 
and pot conaidered, Include copy of thia form with next communication ta applicant. 
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proceeding. 


Commissioner of Patents and Tradem: 
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Application No. Applicant{s) 
08/844,555 Lundquist et al 


cer eee || ||) 


Office Action Summary 








(%] Responsive to communication(s} filed on 26 Jan 1998 





[) This action is FINAL. 


[] Since this application is ‘ty condition for allowance except for formal matters, prosecution as to the merits is closed 
‘ny accordance with the practice under Ex parte Quayle, 1935 C.D. 11; 453 0.G. 213. 


A shortened statutory period for response to this action is set to expire three month{s), or thirty days, whichever 
is longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 


application to become abandoned. (35 U.S.C. § 133}. Extensions of time may be obtained under the provisions of 
37 CFR 1.136{a). 


Disposition of Claims 


] Claimi{s) 79-22 , is/are pending in the application. 


Of the above, claim({s} is/are withdrawn from consideration. 


LE LT ee 


{] Claim(s} is/are allowed, 

X} Claim(s) 19-22 is/are rejected. 

{J Claim({s} is/are objected to. 

[] Claims are subject to restriction or election requirement. 
Application Papers 

IX] See the attached Notice of Draftsperson’s Patent Drawing Review, PTO-948. 

[} The drawing(s) filed on is/are objected to by the Examiner. 

[] The proposed drawing correction, filed on is (C&pproved ([Hisapproved. 

(] The specification is objected to by the Examiner. 





(] The oath or declaration is objected to by the Examiner. 


Priority under 35 U.S.C. § 179 
[] Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Chait C]Some* [None of the CERTIFIED copies of the priority documents have been 
C] received. 
[] received in Application No. (Series Code/Serial Number) 


(J received in this national stage application from the International Bureau (PCT Rule 17.2{a}). 





*Certified copies not received: ; 


[] Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119{e}. 


Attachment(s} 
{"] Notice of References Cited, PTO-892 
Ml Information Disclosure Statement(s), PTO-1449, Paper No(s). 3&4 
Cl} Interview Summary, PTO-413 
Notice of Draftsperson’s Patent Drawing Review, PTO-348 
[] Notice of Informal Patent Application, PTO-152 


w« SEE OFFICE ACTION ON THE FOLLOWING PAGES -— 


U. S. Patent and Trademark Offiee 


PTO-326 (Rev. 9-95) Offica Action Summary Part of Paper No. _5 
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Art Unit 1649 


Status of the Application 


Effective February 7, 1998, the Group and Art Unit location of your application in the PTO has 
changed. To aid in correlating any papers for this application, all further correspondence regarding this 
application should be directed to Group Art Unit 1649. 


Claims 19-22 are pending. 
This application should be examined for errors. 
Detailed Action 
Basis for Non-statutory Double Patenting (Obvious and Non-Obviousness Type) 


The non-statutory double patenting rejection, whether of the obvious-type or non~obviousness 
type, is based on a judicially created doctrine grounded in public policy (a policy reflected in the statute) 
so as to prevent the unjustified or improper timewise extension of the “right to exclude" granted by a 
patent. Jn re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969), Jn re Vogel, 422 F. 2d 438, 164 
USPO 619 (CCPA 1970); Jn re Van Ornam, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 
F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); and Jn re Goodman, 29 USPQ2d 2010 (Fed. Cir. 1993). 


| A timely filed terminal disclaimer in compliance with 37 CFR 1.321 (b) and (c) may be used to 
overcome an actual or provisional rejection based on a non-statutory double patenting ground provided the 
conflicting application or patent is shown to be commonly owned with this application. See 37 CFR 1.78 


(d). 


Effective January 1, 1994, a registered attorney or agent of record may sign a Terminal 
Disclaimer A Terminal Disclaimer signed by the assignee must fully comply with 37 CFR. 3.73(b). 


Claims 19-23 are rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claims 1-10 of U.S. patent No. 5,538,877 and claims 1-18 of U.S. 
patent No. 5,538,880 Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the prior US patents are drawn to a method for producing a fertile transgenic Zea 
mays plant comprising the use of DNA-coated microprojectiles in which the plants produced comprise 


either herbicide resistance or insect resistance. The instant application claims similar steps that are 
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obvious in view of the prior patents in that the instant application is not limited to any particularly trait or 
characteristic. Accordingly the prior patents comprise a species of specific transformations to the generic 
traits of the instant method. Thus the instant method can be characterized as a genus in relationship to 
the prior species. Accordingly the person having ordinary skill in the art would view the instant 
application as comprising the same inventive concept, that is, a method which employs the same process 
steps as that taught in the prior US patents in which the prior patents are considered patentable to each 


other but species of the process steps claimed herein. 
Prior Art 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 


we 


(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 102 of this 

title, if the differences between the subject matter sought to be patented and the prior art are such that the subject matter as 3 

whole would have been obvious at the time the invention was made to a person having ordinary skill in the art to which said 

subject matter pertains. Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 US.C. 103, the examiner presumes that the subject matter of the various claims was commonly owned 
at the time any inventions covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of each claim 


that was not commonly owned at the time a later invention was made in order for the examiner to 


consider the applicability of potential 35 U.S.C. 102(£) or (g) prior art under 35 U.S.C. 103. 


Claims 19-23 rejected under 35 U.S.C § 103 as being unpatentable over Sanford in view of Klein 
et al. and Anmstrong et al. 


Sanford (pages 206-209) disclose the method of BIOLISTICS® to transfer DNA into plants. 
Sanford details the work of Wang et al., he stated: 


Wang et al. have used the blue-cell assay to demonstrate delivery into soybeans, rice, wheat as 
well as corm, The assay was used to optimize biolistic parameters so that stable transformants 
and whole transformed plants of tobacco can now be routinely recovered, The biolistic process 
seems to work on nearly all plant tissue and plant species we have tested: we have seen blue cells 
in embryos, hypocotyls, cotyledons, leaf disks, callus and cell suspensions and in tobacco, 
petunia, soybean, pea, Arabidopsis, sunflower, onion, corn, rice and wheat. 
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Additionally Klein et al. (Biotechnology, pages 559-563) reveal the factors influencing gene 
delivery into maize suspension cells and scutellum tissue via the use of high-velocity microprojectile 
acceleration. These authors teach the application of the process to the surface of explanted maize embryos 
in which the GUS reporter/marker gene is expressed. in particular, at page 562, right column of the 
penultimate paragraph, stable transformation of maize callus via the disclosed technique is evident. Thus, 
Sanford and Klein et al. are seen as clearly teaching the application of the method of bombarding maize 
scutellum and/or suspension cells to transform them. Armstrong et al. (pages 207-214) disclose the 
regeneration of maize from fable embryogenic callus of both type I and type II tissue comprising either 
inbred and hybrid explants. The explant tissue used by Armstrong et al., immature-zygotic embryos, 
produced the totipotent regenerable maize cells and totipotent embryogenic cells from the scutellum. 
These authors demonstrate that maize tissue culture is capable of producing an abundance of fertile plants 
and seed therefrom. In contrast to prior methods of regeneration, Armstrong et al. noted that 


Embryoids were produced quite abundantly by these cultures, and thus hundreds of somatic 
embryoids ranging in size from proembryos through coleoptilar-ring stages of development were 


* 


transferred onto each plate of regeneration medium. Only a small fraction of these embryoids 
matured and then germinated to form plants, but at least several (often 10 or more) plants were 
obtained from each regeneration plate. ... 


Large numbers of fertile plants were easily regenerated from Type-ff cultures. Few abnormalities 

were observed in regenerated plants.” 

Of particular note is the observation by these authors is that the embryogenic callus cultures 
regenerated plant beginning at three and seven months following explantation and produced 28, 46 and 
37 plants from three separate cultures. The person having ordinary skill in the art would view the 
disclosure of Armstrong et al. as teaching that friable embryogenic callus would produced an abundance 
of regenerable events thus maximizing regeneration events and increasing the potential of retention of 
fertile transgenic maize plants. In terms of the limitations presented in claim 20, with regard to callus 
clump size, friable embryogenic maize callus, by it nature of being friable, will fragment into embryo and 
embryo like structures to which individual transformation events will occur. That is, in the absence of 
evidence to the contrary, the limitation of about 30 to 80mg would be the optimization of process 
parameters which would not prove to be critical in that transformation events occur at the cellular level 


and are not limited to the cell mass per se. 


Accordingly it method of Sanford and Klein et al. to transform maize tissue which had been 


previously demonstrated in the art to be totipotent -- to produce via a process of regeneration — fertile 
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plants as taught by Armstrong et a). indicates that the claimed invention was at least prima facie obvious 


as a whole in view of the a preponderance of the evidence. 
Summary 


Any inquiry concerning this or earlier communication from the examiner should be directed to 
Gary Benzion, Ph.D. whose telephone number is (703) 308-1119. The examiner can normally be 
reached on Monday-Friday from 8 AM to 4:30 PM. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Douglas W. Robinson can be reached on (703)-308-2897. Any 
inquiry of a general nature or relating to the status of this application should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 


Papers related to this application may be submitted to Group 1600 by facsimile transmission. 
Papers should be faxed to Group 1600 via the PTO Fax Center located in Crystal Mall 1. The faxing of 
such papers must conform with the notice published in the Official Gazette, 1096 OG 30 (November 15, 
1989). 


Benzion 
04/13/98 
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